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Introduction

There are a number of defenses in trademark
infringement litigation. One of the more often
litigated issues is the entitlement to trademark
protection in the first instance. This article
discusses the classifications of marks to determine
if the mark in question is afforded protection under
the law. It is the author’s hope that by reviewing
this Article, the reader will come away with a basic
understanding of the different classifications of
marks under the law and have a rudimentary ability
to evaluate whether a mark at issue is entitled to
protection.

Trademarks, among other types of marks, are
afforded protection under 15 U.S.C. § 1051 et
seq., also known as the Lanham Act.! The Lanham
Act, inter alia, prohibits, without consent of the
registrant, the

use in commerce any reproduction,
counterfeit, copy, or colorable
imitation of a registered mark in
connection with the sale, offering
for sale, distribution, or advertising
of any goods or services on or in
connection with which such use is
likely to cause confusion, or to cause
mistake, or to deceive....?

The Act also prohibits
reproduc(tion], counterfeit[ing],

copy[ing], or colorably imitat[ing] a
registered mark and apply[ing] such

reproduction, counterfeit, copy,
or colorable imitation to labels,
signs, prints, packages, wrappers,
receptacles  or  advertisements
intended to be used in commerce
upon or in connection with the sale,
offering for sale, distribution, or
advertising of goods or services on
or in connection with which such
use is likely to cause confusion, or
to cause mistake, or to deceive....}

Violation of the Act can render the violator liable in
a civil action.*

As noted from the language, these two statutory
provisions allow only the registrant to seek legal
redress. However, the Act also provides protection
for those who have not registered their trademarks.
15 U.S.C. § 1125 provides a remedy against

[alny person who, on or in
connection with any goods or
services, or any container for
goods, uses in commerce any word,
term, name, symbol, or device,
or any combination thereof, or
any false designation of origin,
false or misleading description
of fact, or false or misleading
representation of fact, which

is likely to cause confusion, or to
cause mistake, or to deceive as
to the affiliation, connection, or
association of such person with
another person, or as to the origin,




sponsorship, or approval of his or
her goods, services, or commercial
activities by another person, or
[l in commercial advertising or
promotion,  misrepresents  the
nature, characteristics, qualities, or
geographic origin of his or her or
another person’s goods, services, or
commercial activities....’

This statutory provision specifically permits the
commencement of a civil action by anyone “who
believes that he or she is likely to be damaged,”
as opposed to only the registrant of a registered
trademark.® This statutory provision thus provides
for greater relief.

The penalties for a violation of the Lanham Act
can be significant. This statutory scheme provides
for, among other damages, the recovery of the
violator’s profits, “any damages sustained by the
plaintiff,” and the costs of the action. Interestingly,
the damage awards are subject to “the principals of
equity.”” Regardless of which statutory provision
is invoked, in order to prevail on or defeat such
a claim, it is critical to have a protected mark, as
without it, there is no claim.

So what is a protectable mark? It is a trademark.
A trademark is “any word, symbol, or device,
or combination thereof—used by a person ... to
identify and distinguish his or her goods, including
a unique product, from those manufactured or sold
by others and to indicate the source of the goods,
even if that source is unknown.”® The Lanham
Act only protects those marks that are distinctive.’
After all, as noted below, given the underlying goal
of the Act, if the mark is not distinctive, it is not
worth protection.

The Lanham Act provides protection of trademarks
as Congress has determined that “national protection
of trademarks is desirable ... because trademarks
foster competition and the maintenance of quality
by securing to the producer the benefits of good
reputation.”’® The objectives of trademark law are
twofold: (1) to prevent confusion among consumers

as to the source of goods or services; and (2) to
indicate ownership and permit the trademark owner
to control the product’s reputation.!! As noted by
the United States Supreme Court in a 1942 decision,
trademark protection is “the law’s recognition of
the psychological function of symbols.”!?

Under the Lanham Act, marks qualifying for
protection can be registered on the federal register."
If a trademark is so registered, a rebuttable
presumption of its validity is established.!
However, that presumption “evaporates as soon as
evidence of invalidity is established.”" On the other
hand, if a trademark is not federally registered, then
it is incumbent upon the party seeking trademark
protection to prove that the mark is entitled to
protection.'®

Regardless of the registration status of the mark, in
order to prove a Lanham Act violation, a plaintiff
must prove three items: (1) there must be a valid
and legally protectable mark; (2) “that the plaintiff
owns the mark”; and (3) “that the defendant’s use
of the mark to identify goods or services causes
a likelihood of confusion.”’” 1In order for an
unregistered mark to be protectable, it must fall
within one of the classifications of protectable
marks. It is this requirement that is the focus of this
Article.

Identifying Protectable Marks

Courts have identified five different mark
classifications: (1) generic; (b) descriptive; (c)
suggestive; (d) arbitrary; and (e) fanciful.'® How the
mark is classified determines whether it is afforded
protection under the Lanham Act. Presuming that
the trademark has not been federally registered, the
first defense to a claim of trademark infringement is
to show that the mark is not a protectable mark, and
thus not entitled to the protections afforded under
the Lanham Act. If the mark is not a protectable
mark, then the claim of infringement will be
vulnerable to dismissal via motion practice.' The
more distinctive the mark, the more likely it is to
receive protection.?




As will be discussed infra, marks that are
characterized as suggestive, fanciful, or arbitrary are
automatically granted trademark protections. The
reason the law provides this automatic protection
is that such marks are very distinctive, and thus
“almost automatically tell a customer that they refer
to a brand.””' Trademark law is a tool to protect that
connection.

A. Generic Marks

Generic marks are not afforded protection. A
generic mark is one that simply identifies the type
of a particular product.?? It is not distinctive. Since
there is nothing unusual or identifiable about the
mark, it is unworthy of protection. For example,
“Multistate Bar Examination” for the dreaded
multiple choice bar examination used in many
states, “light beer,” or “decaffeinated coffee” are
not sufficiently distinctive to warrant protection.
The former example is simply a commonplace
description of a type of exam and the latter examples
are categories of beer? and coffee.

Use of these common terms does not afford
protection under the Lanham Act, even if those
terms acquire a secondary meaning in the minds
of the public.?* That is, there is no protection even
if the public tends to associate that product with a
particular manufacturer. “[SJuch a circumstance
cannot take the common descriptive name of
an article out of the public domain and give the
temporary exclusive user of it exclusive rights to it
no matter how much money or effort it pours into
promoting the sale of the merchandise.” In fact,
the widespread use of a generic term by an industry
is indicative of its generic status.?

B. Descriptive Marks

A descriptive mark is the least distinctive type
of mark that can warrant trademark protection.
A descriptive mark “describes the ingredients,
qualities, or characteristics of an article of trade or a
service.”” It “defines a particular characteristic of a
product in a way that does not require any exercise
of the imagination.””® In other words, if the mark

simply communicates information regarding the
product or good, it is likely descriptive.

Examples of descriptive marks include “Work-N-
Play,” “Holiday Inn,” “All Bran,” and “American
Girl.”? It is important to note that, to qualify as
a descriptive mark, the mark need not depict the
actual product. It is enough that the mark refer to a
characteristic or ingredient of a product in order to
be considered descriptive.*

Merely showing that the mark is descriptive will
not win the war. Rather, it is but a step in the right
direction. A descriptive mark, without more, is not
entitled to protection. For a descriptive mark to be
entitled to trademark protection, it must be shown
that the mark has acquired a “secondary meaning.”
That is, the public must be able to connect the mark
to the source of the product.’!

The Need to Acquire a Secondary Meaning. In
order to prove that a descriptive mark has acquired
a secondary meaning (a connection with the
public), courts will consider such information as the
amount of the sales of the product, the extent of the
advertising, and the type of the advertising utilized.
Courts will also consider customer information,
including customer testimony and surveys. Courts
can also consider the use of the mark in trade
journals and how long the mark has been in use.

The purpose of these inquiries is to show that
prospective customers have associated the mark
with the provider of product.**> Without significant
sales of the product, it is unlikely that a descriptive
mark has acquired a secondary meaning.*® After
all, if the product has not sold much, it is unlikely
to have been accepted or recognized by prospective
purchasers as associated with the product or the
seller, which is the purpose of the secondary
meaning inquiry.**

C. Suggestive Marks
A suggestive mark is one that “calls to mind some

attribute of the product[].”** That is, unlike the
descriptive mark that simply describes a product,




a suggestive mark is one that suggests the features
of a product.’® A suggestive mark is entitled to
protection simply because it is suggestive. Stated
otherwise, if a mark is classified as suggestive,
rather than just descriptive, there is no need to prove
secondary meaning for the mark to gain trademark
protection.

An example of a suggestive mark is “Air Care”
for a service that maintains medical equipment
for administering oxygen.”’”  Another example
comes from American Homes Products v. Johnson
Chemical Co., in which the Second Circuit
concluded that the phrase “Roach Motel” for an
insect trap was suggestive. This phrase certainly
does not describe the product, but rather requires
the purchasing public to imagine the connection
between the purpose of the product and the mark.*
In another example, “Penguin” was held to be a
suggestive mark for refrigerators.* Finally, the
term “Rejuvaskin” was found to be suggestive as it
required the consumer’s imagination to connect the
mark with the product—an anti-wrinkle cream.*

The Tests to Determine if a Mark Is Descriptive
Versus Suggestive.  As one might imagine,
sometimes the line between a descriptive mark
and a suggestive mark is difficult to draw, but the
distinction is important because it is the difference
between having to prove secondary meaning and
not. In order to help differentiate between the two,
courts have employed different tests to determine
whether a mark is descriptive or suggestive. Perhaps
one of the more widely known and utilized tests is
the “degree of imagination” test. This test provides
that “if the mark imparts information directly it is
descriptive. If it stands for an idea which requires
some operation of the imagination to connect it
with the goods, it is suggestive.”*' In other words,
a mark is suggestive, as opposed to just descriptive,
if imagination is needed to link the mark with the
product.

Some circuits have relied on a different test to
determine if a mark is merely descriptive as opposed
to suggestive. Referred to as the “competitor’s
needs test,” this test “focuses on the extent to which

the mark is actually needed by competitors to
identify their goods or services.”? Under this test,
if a competitor has a great need to use the mark,
then it is probably a descriptive mark. However,
if “the suggestion made by the mark is so remote
and subtle that it is really not likely to be needed
by competitive sellers to describe their goods or
services[,] this tends to indicate that the mark is ...
suggestive.”*

Finally, some courts have employed yet a third test
to differentiate between descriptive and suggestive
marks. This test has been referred as the “extent of
use” test.** This test actually examines the use of the
mark in the industry in question. In “determining
whether a word has a descriptive or suggestive
significance as applied to a commercial service, it
is proper to take notice of the extent to which others
in a similar commercial context use the word.”
Under such a test, it is entirely appropriate to
introduce the actual other uses of the word, phrase,
or description. For example, Google searches have
been deemed appropriate evidence under this test.*
The greater the extent to which the words that make
up the mark are used in the industry, the more likely
the mark will be considered descriptive rather than
suggestive.

D. Arbitrary Marks

Like suggestive marks, arbitrary marks are afforded
protection without the necessity of acquiring a
secondary meaning. However, arbitrary marks go
one step further; they do not suggest the goods or
services at all, and typically use common words
that have no logical relationship to the product or
service they represent.*’ Examples of arbitrary
marks are “Kodak™® for photography products,
“Dutch Boy” for paint, or “Dreamwerks” for a
“business of organizing conventions in the Northeast
and Midwest, mostly with a Star Trek theme.”*
These marks, like suggestive and fanciful marks
(discussed below), receive the greatest protection
under the Lanham Act. If arbitrary marks are
recognized by the public, it is because they serve
as “ready-made designators of the good or service’s
origin.” It is this very purpose that trademark law
seeks to protect.




E. Fanciful Marks

Finally, fanciful marks, like suggestive and
arbitrary marks, are also afforded protection
without the necessity of establishing a secondary
meaning. Fanciful marks are coined phrases with
no known connection to the product yet provide
for an immediate connection to the product in the
minds of the public.’! Such marks are “completely
fabricated by the trademark holder[].”5

Examples of fanciful marks are “Aveda” for skin
care products,™ “Exxon” for 0il,** and “Clorox”*
for bleach. The fanciful trademark category is often
designated for those marks that consist of coined
terms. They “conjure up nothing less than images
of the respective products associated with each
mark.”® Given this type of strong correlation, these
marks are afforded the greatest protection available
under the Lanham Act.

Conclusion

The goal of manufacturers and other providers of
goods and services is to have their products and
services be easily identified by the consuming
public. Trademarks help in this effort. They
allow the consuming public to easily correlate the
product or service with the mark. The marks are
accorded varying levels of protection depending on
the distinctiveness of the mark. Thus, in defending
against a claim of trademark infringement, the first
line of defense is to determine whether the mark is
even entitled to protection. If it is not, then the war
can be won early on.
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